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1. Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 

I. Claims 1-8, drawn to toners, classified in class 430, 
subclass 110.4. 

II. Claims 9 and 10 (Ha) and claims 11 and 12 (lib), 
drawn to image forming methods, classified in 
class 430, subclasses 124 and 45, respectively. 

2. The inventions are distinct, each from the other because of 
the following reasons: 

invention I and inventions I la and lib are related as 
product and process of use. The inventions can be shown to be 
distinct if either or both of the following can be shown: 
(1) the process for using the product as claimed can be 
practiced with another materially different product or (2) the 
product as claimed can be used in a materially different process 
of using that product (MPEP § 806.05(h)). m the instant case 
the product as claimed can be used in a materially different 
process, such as a process comprising the steps of: 
(1) developing an electrostatic latent image formed on an image 
bearing member with the toner of Invention I; and (2) fixing the 
toner image onto the surface of the image bearing body. Such a 
method does not require transferring the toner image from the 
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latent image bearing member as required in the methods of 
Inventions I la an lib. 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art because of 
their recognized divergent subject matter, and as shown by their 
different classification, restriction for examination purposes 
as indicated is proper. 

3. If applicants elect the invention of Group II, claims 9-12, 
they must also respond to the following election of species 
requirement regarding those claims. 

This application contains claims directed to the following 
patentably distinct species of the claimed invention: 

Ha. Claims 9 and 10, drawn to image forming methods 
classified in class 430, subclass 124. 

lib. Claims 11 and 12, drawn to image forming methods for 
forming multiple images of different colors on an image 
supporting material, classified in class 430, subclass 45. 

Applicants are required under 35 U.S.C. 121 to elect a 
single disclosed species for prosecution on the merits to which 
the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, there are no generic claims. 
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Applicants are advised that a reply to this requirement 
must include an identification of the species that is elected 
consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are 
generic is considered nonresponsive unless accompanied by an 
election. 

Upon the allowance of a generic claim, applicants will be 
entitled to consideration of claims to additional species which 
are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 
CFR 1.141. if claims are added after the election, applicant 
must indicate which are readable upon the elected species. MPEP 
§ 809.02 (a) . 

Should applicants traverse on the ground that the species 
are not patentably distinct, applicant should submit evidence or 
identify such evidence now of record showing the species to be 
obvious variants or clearly admit on the record that this is the 
case. m either instance, if the examiner finds one of the 
inventions unpatentable over the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of 
the other invention. 
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4. During a telephone conversation with Mr. Donald Lucas (Reg. 
No. 31,275) on Nov. 19, 2004, a provisional election was made 
with traverse to prosecute the invention of Group I, claims 1-8. 
Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 9-12 have been withdrawn 
from further consideration by the examiner, 37 CFR 1.142(b), as 
being drawn to a non-elected invention. 

5. Applicants are reminded that upon the cancellation of 
claims to a non-elected invention, the inventorship must be 
amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least 
one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17 (i) . 

6. The drawings are objected to as failing to comply with 37 
CFR 1.84(p)( 5 ) because they include the following reference 
character (s) not mentioned in the description: 

In Fig. 1, the reference characters 24, 5Y, 5M, 5C, and 5K. 
See pages 44-49 of the specification. 

Corrected drawing sheets in compliance with 37 CFR 
1.121(d) or amendment to the specification to add the reference 
character (s) in the description in compliance with 37 CFR 
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1.121(b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is 
being amended. The replacement sheet (s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) 
so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the 
next Office action. The objection to the drawings will not be 
held in abeyance. 



7. The disclosure is objected to because of the following 
informalities : 

(1) The specification at page 46, line 9, identifies the 
page document in Fig. 1 with the character d. However, Fig. 1 
comprises the page document D. 

(2) The specification at page 48, line 13, identifies the 
"pair of ejection rollers" with the character 17. However, the 
specification at page 45, line 21, and at page 48, lines 12-13, 
previously identified the fixing device in Fig. 1 with 
character 17 . 

(3) The use of trademarks, e.g., Henschel mixer [sic: 
HENSCHEL MIXER] at page 18, lines 5 and 9, has been noted in 
this application. The trademarks should be capitalized wherever 
they appear and be accompanied by the generic terminology. This 
example is not exhaustive. Applicants should review the entire 
specification for compliance. 
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Although the use of trademarks is permissible in patent 
applications, the proprietary nature of the marks should be 
respected and every effort made to prevent their use in any 
manner which might adversely affect their validity as 
trademarks . 

Appropriate correction is required. 

8. The examiner notes that the instant specification at 
page 14, lines 18-20, defines the term "colored particles" 
recited in the instant claims as "toner particles which have not 
been mixed with external additives.) 

9. In view of the disclosure in the instant specification, the 
"external additive particles" in the limitation, "sum of the 
colored particles and external additive particles having 
particle diameter of at most 2.5 m " (emphasis added) of 0.1 - 
10 percent by volume based on the sum of colored particles and 
the external additive particles, recited in the instant claims 
has been interpreted by the examiner to refer to external 
additive particles that are not attached to the colored 
particles. Antecedent basis for the examiner's interpretation 

is found at page 15, lines 1-9, of the specification. The 
specification at page 15, discloses that "toner comprising 
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external additives is sieved employing a 400 -mesh sieve. The 
difference in the amount of external additives between prior to 
and after sieving is determined in terms of percent by weight. 
The resulting difference is converted to a percentage by volume 
based on specific gravity, which is designated as (B)." 

The recitation "percent by volume based on the sum the 
colored particles and the external additive particles" in 
instant claims 1-3 and 8 has been interpreted by the examiner to 
refer to the percent by volume based on the total volume of the 
colored particles and external additive particles present in the 
toner. 

The recitation "percent by volume based on the colored 
particles" in instant claims 4, 5, and 8 has been interpreted by 
the examiner to refer to the percent by volume based on the 
total volume of the colored particles present in the toner. 

The recitation "percent by volume based on the external 
additive particles" in instant claims 6-8 has been interpreted 
by the examiner to refer to the percent by volume based on the 
total volume of the external additive particles present in the 
toner . 

If applicants do not agree with the examiner's definitions, 
they should clearly state so, and indicate where there is 
antecedent basis in the specification for their definitions. 
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Rejections based on the examiner's interpretations are set 
forth infra . 

10. Claim 8 is objected to because of the following 
informalities : 

The recitation "a volume average particle diameter of the 
toner is 4.0 - 8.0 /^m and sum of the colored particles and the 
external additive particles of at most 2.5 //m is 0.1 - 
10 percent by volume based on the sum of the colored particles 
and the external additive particles" in claim 8 is redundant. 
Claim 1, from which claim 8 depends, already recites the 
limitations repeated in claim 8. 

Appropriate correction is required. 

11. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 

yefr ^rfo/rthe dY" ^ ^ » ^ tMs COU ^< »°« than one 

year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
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United States only if the international application designated the United 
langulgj PUblished Under Article 2 K2) of such treaty in the English 



12. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made 



13. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a) 
the examiner presumes that the subject matter of the various ' 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary 
Applicant is advised of the obligation under 37 CFR 1 56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C 103(c) and potential 35 U.S.C. 102(e), (f ) , or (g) prior 
art under 35 U.S.C. 103(a). 



14. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over European Patent 0,331,425 (EP' 425) 

EP'425 discloses the toner A comprising colored particles 
and externally added hydrophobic silica. The colored particles 
comprise a binder resin and as a colorant, magnetic powder. 
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Toner A has a volume average particle diameter of 7.8 /zm, which 
is within the range of 4.0 to 8.0 recited in instant claim 1. 
See example 1 at pages 11-14, and Table 2 at page 15, toner A. 
Prior to the addition of the external additive, the colored 
particles comprise an accumulation of 0.0% by volume of 
particles having a particle size of 3.17 m or less. See 
Table 1 at page 13. Because the EP' 425 colored particles in 
example 1 have an accumulated 0.0% by volume of color particles 
having a particle size of 3.17 m or less, the EP'425 colored 
particles meet the limitation of comprising "9 percent or less 
by volume" of colored particles having particle diameter of at 
most 2.5 //m based on the colored particles recited in instant 
claim 4. After the addition of the external additives to the 
colored particles, the resultant toner A comprises 10% by volume 
of particles having a particle size of 5 m or less. The value 
of 10% by volume was determined by dividing the percent by 
number of particles < 5 m by the ratio of the percent by number 
to the percent by volume of particles < 5 ^m reported in Table 3 
for the toner in example 1 (i.e., 35/3.4). See page 14, line 4. 
The EP' 498 amount of 10% by volume of particles having a 
particle size of <; 5 m is within the numerical range of "0.1 to 
10% by volume of particles having a particle size of at most 
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2.5 M m based on the sum of colored particles and external 
additive particles" recited in instant claim 1. 

EP'425 does not explicitly disclose that the amount of 10% 
by volume is the sum of color particles and external additive 
particles having particle size of < 5 m . However, as discussed 
supra, the particle size distribution of the toner A appears to 
have been determined after the addition of the external additive 
particles. Thus, it is reasonable to conclude that the amount 
of 10% by volume is of the sum of color particles and the 
external additive particles having a particle size of < 5 ^ in 
the toner A of EP' 425 . The burden is on applicants to prove 
otherwise. In re Fitzgerald . 205 USPQ 594 (CCPA 1980). . 

15. Claims 1, 2, and 4 are rejected under 35 U.S.C. 102(e) as 

anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 

obvious over US 6,6656,653 B2 (Mitsuhashi) . 

Mitsuhashi discloses a toner comprising colored particles 

and externally added hydrophobic silica. The colored particles 
comprise a binder resin and a colorant . The toner has a volume 
average particle diameter of 7.2 m , which is within the range 
of 4.0 to 8.0 m recited in instant claim 1. See example 1 at 
cols. 18-20. Mitsuhashi discloses that after the addition of 
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the hydrophobic silica to the colored particles, the resulting 
toner comprises 3.5% by volume of particles having a particle 
size of 5 m or less. Col. 20, lines 49-50. The value of 3.5% 
by volume of particles having a particle size of < 5 m ± s 
within the numerical ranges of 0.1 to 10% and 0.3 to 8% by 
volume of particles having a particle size of at most 2.5 m 
based on the sum of colored particles and external additive 
particles, recited in instant claims 1 and 2, respectively. 

Mitsuhashi does not explicitly disclose that the amount of 
3.5% by volume is the sum of colored particles and external 
additive particles having particle size of < 5 m . Nor does 
Mitsuhashi disclose that its colored particles comprise 9% by 
volume or less of colored particles having a particle diameter 
of at most 2.5 m as recited in instant claim 4. However, as 
discussed supra, Mitsuhashi discloses that the toner, after the 
addition of the hydrophobic silica to the colored particles, has 
the disclosed particle distribution of 3.5% by volume of 
particles having a particle size of 5 m or less. Furthermore, 
the value of 3.5% by volume of particles having a particle size 
of 5 urn or less is much lower than the value of 9% by volume or 
less of colored particles having a particle size of at most 2.5 
^m recited in instant claim 4. Thus, it is reasonable to 
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conclude that the amount of 3.5% by volume is of the sum of 
colored particles and the external additive particles having a 
particle size of < 5 //m in the toner of example 1 of Mitsuhashi, 
and that the colored particles in the toner of Mitsuhashi 
comprise colored particles having a particle size of at most 
2.5 m in an amount of 9% by volume or less based on the colored 
particles as recited in instant claim 4. The burden is on 
applicants to prove otherwise. Fitzgerald , supra . 

16. Claims 3 and 5-8 are objected to as being dependent upon a 
rejected base claim, but would be allowable if- rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims. 

The prior art of record does not teach or suggest the toner 
recited in instant claims 3 and 5-8. 

Neither EP' 425 nor Mitsuhashi teaches or suggests a toner 
comprising external additive particles having a particle 
diameter of at most 2.5 ^m that are present in the amount of 
0.5 to 5 percent by volume based on the sum of the colored 
particles and the external additive particles as recited in 
instant claim 3. Nor is there enough evidence on the present 
record for a person having ordinary skill in the art to 
reasonably conclude that the toners taught in either EP'425 or 
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Mitsuhashi comprise such a percent by volume of external 
additive particles as recited in instant claim 3. 

Neither EP' 425 nor Mitsuhashi teaches or suggests a toner 
comprising colored particles having a particle diameter of at 
most 2.5 /m that are present in the amount of 0.05 to 8 percent 
by volume based on the colored particles as recited in instant 
claim 5. Nor is there enough evidence on the present record for 
a person having ordinary skill in the art to reasonably conclude 
that the toners taught in either EP' 425 or Mitsuhashi comprise 
the percent by volume of colored particles recited in instant 
claim 5 . 

Neither EP'425 or Mitsuhashi teaches or suggests a toner 
comprising external additive particles having a particle 
diameter of at most 2.5 m that are present in the amount of 
5 percent or less or 0.05 to 5 percent by volume based on the 
external additive particles, recited in instant claim 6 and 
claims 7 and 8, respectively. Nor is there enough evidence on 
the present record for a person having ordinary skill in the art 
to reasonably conclude that the toners taught in either EP'425 
or Mitsuhashi comprise the percent by volume of external 
additive particles recited in instant claims 6-8. 
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17. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Mark Huff can be 
^703) ie 872 n 9306 1) 272 ~ 1385 ' The central fax P^one number .is 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) 



JLD * /f Janis ' 

Nov. 24, 2 004 ifttiMARY EXAMINER 
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